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Patent Prosecution: Law, Practice, and Procedure, Eighth Edition addresses the
wealth of changes in patent law wrought by the passage of the Leahy-Smith
America Invents Act (AIA), recent court decisions, and statutory amendments.
This treatise provides essential analysis of over 45 decisions of the Supreme
Court, the Federal Circuit, and the Board of Patent Appeals and Interferences. It
also explains prosecution rules from the U.S. Patent and Trademark Office and
offers an element-by-element analysis of areas of law that form the basis of
common PTO rejections and objections. The Eighth Edition covers many
important cases, including the Supreme Court s ruling in Mayo Collaborative
Services v. Prometheus Laboratories, Inc., and discusses PTO guidelines that set
forth a new procedure for examining subject matter eligibility in view of this
decision. It also analyzes the second, 9-0, Supreme Court decision in Hyatt v.
Kappos, allowing a patent applicant greater freedom to introduce new evidence
to a district court. Additional highlights include these recent Federal Circuit
decisions: Apple, Inc. v. Samsung Electronics Co., Ltd., describing a two-step
process to determine whether one of ordinary skill would have combined
teachings of the prior art to create the same overall visual appearance as the
claimed design In re Beineke, holding that the discovery of new and distinct
mature oak trees found in the front yard of a home was not entitled to plant patent
protection under 35 U.S.C. § 161 Thorner v. Sony Computer Entertainment Inc.,
holding that implied redefinition must be so clear that it equates to an explicit
redefinition Sandisk Corp. v. Kingston Technology Co., Inc., holding that the
disclosure-dedication rule did not apply to incorporated by reference subject
matter when the specification did not sufficiently indicate that the incorporated
by reference subject matter was an alternative to the claim limitation Falana v.
Kent State University, holding that a putative inventor who conceived of the
structure of a novel genus of chemical compounds and contributed to the method
of making that genus, was considered to be a co-inventor to the conception of
that genus CLS Bank International v. Alice Corporation Pty. Ltd., holding that a
computerized trading platform for exchanging obligations using a trusted third
party was patent eligible. On October 9, 2012, the Federal Circuit granted the
petition of CLS Bank for rehearing en banc Plasmart, Inc. v. Kappos, holding
that drawings can be used as prior art, without referring to the surrounding
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description, when the prior art features are clearly disclosed by the drawing In re
Antor Media Corporation, holding that a prior art printed publication cited by an
Examiner is presumptively enabling, barring any showing to the contrary by a
patent applicant or patentee Voter Verified, Inc. v. Premier Election Solutions,
Inc., holding that an online Internet posting of an article was considered a printed
publication Cummins-Allison Corp. v. SBM Co., Ltd., holding that drawings
alone may provide an adequate written description under 35 U.S.C. § 112 Ergo
Licensing LLC et al. v. Carefusion 303 Inc., holding that the mere disclosure of
the words control device was insufficient to provide the corresponding structure
for the means-plus-function element control means In re Yo
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banc Plasmart, Inc. v. Kappos, holding that drawings can be used as prior art, without referring to the
surrounding description, when the prior art features are clearly disclosed by the drawing In re Antor Media
Corporation, holding that a prior art printed publication cited by an Examiner is presumptively enabling,
barring any showing to the contrary by a patent applicant or patentee Voter Verified, Inc. v. Premier Election
Solutions, Inc., holding that an online Internet posting of an article was considered a printed publication
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Editorial Review

Review
Effectively prepare and process a patent application, protect a client s patent, or invalidate an infringing one
To say that Patent Prosecution is a comprehensive resource both for experienced patent practitioners, as well
as new aspirants, is an understatement. --David J. Kappos, from the foreword

About the Author
Irah H. Donner is a partner in the Intellectual Property department of Stroock & Stroock & Lavan LLP, New
York, NY. He concentrates in the counseling, due diligence, claim analysis, and preparation/prosecution of
patents, as well as enforcement of intellectual property, with particular emphasis on financial, business
method, internet, and computer software/hardware applications.

Users Review

From reader reviews:

Eloise Torres:

Exactly why? Because this Patent Prosecution: Law, Practice, and Procedure, Eighth Edition is an
unordinary book that the inside of the reserve waiting for you to snap this but latter it will surprise you with
the secret the idea inside. Reading this book beside it was fantastic author who else write the book in such
remarkable way makes the content on the inside easier to understand, entertaining means but still convey the
meaning entirely. So , it is good for you for not hesitating having this anymore or you going to regret it. This
phenomenal book will give you a lot of gains than the other book get such as help improving your
proficiency and your critical thinking way. So , still want to postpone having that book? If I have been you I
will go to the publication store hurriedly.

Ryan Wysocki:

Many people spending their time period by playing outside with friends, fun activity using family or just
watching TV all day every day. You can have new activity to invest your whole day by reading a book. Ugh,
do you think reading a book can definitely hard because you have to take the book everywhere? It fine you
can have the e-book, bringing everywhere you want in your Mobile phone. Like Patent Prosecution: Law,
Practice, and Procedure, Eighth Edition which is keeping the e-book version. So , why not try out this book?
Let's see.

Paulette Rodriguez:

As we know that book is significant thing to add our knowledge for everything. By a guide we can know
everything we really wish for. A book is a range of written, printed, illustrated as well as blank sheet. Every
year seemed to be exactly added. This publication Patent Prosecution: Law, Practice, and Procedure, Eighth
Edition was filled with regards to science. Spend your spare time to add your knowledge about your research



competence. Some people has distinct feel when they reading the book. If you know how big selling point of
a book, you can really feel enjoy to read a e-book. In the modern era like today, many ways to get book
which you wanted.

Tamara Evans:

Some individuals said that they feel fed up when they reading a guide. They are directly felt the idea when
they get a half areas of the book. You can choose the book Patent Prosecution: Law, Practice, and Procedure,
Eighth Edition to make your own personal reading is interesting. Your current skill of reading expertise is
developing when you similar to reading. Try to choose very simple book to make you enjoy to study it and
mingle the sensation about book and reading through especially. It is to be first opinion for you to like to
open up a book and go through it. Beside that the publication Patent Prosecution: Law, Practice, and
Procedure, Eighth Edition can to be a newly purchased friend when you're experience alone and confuse
using what must you're doing of their time.
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